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Roche v. Celltrion: Generic Drug's Approval as a 
Threshold of Legal Interest for 

Non-Infringement Declaratory Actions

In March 2026, Taiwan’s Supreme Court rendered a pivotal judgment, vacating the 

second-instance decision of the Intellectual Property and Commercial Court ("IPCC") that had 

previously ruled in favor of the biosimilar company, Celltrion Healthcare Taiwan (“Celltrion”).  

Centering on a dispute between the Swiss pharmaceutical giant F. Hoffmann-La Roche AG 

("Roche") and Celltrion, the Taiwan subsidiary of the Korean Celltrion, this case addresses 

whether a biosimilar manufacturer has the requisite "legal interest" to seek a declaratory 

judgment of non-infringement, before it has officially added back a patented indication on its 

generic version of regulatory approval. The Supreme Court’s decision underlies a clear 

boundary governing legal interests in declaratory lawsuits regarding pharmaceutical patent 

disputes in Taiwan. 

The dispute stems from Taiwan Invention Patent No. I380826, titled "Method for treating joint 

injury," owned by Roche. The patent claims a combination therapy of rituximab and 

methotrexate to treat patients suffering from rheumatoid arthritis ("RA"). Celltrion developed a 

biosimilar product named "Truxima" and received a regulatory approval from the Taiwan Food 

and Drug Administration ("TFDA") in March 2019. Originally, Truxima's approved labeling 

included RA as an indication. However, after receiving a warning letter from Roche alleging 

infringement of the ‘826 patent, Celltrion voluntarily deleted the RA indication from its 

approval. Subsequently, learning that the European counterpart patent had been revoked, 

Celltrion informed Roche in March 2020 of its “intention to re-add the RA indication” to 

Truxima's label. Roche replied with a warning letter demanding that Celltrion be not infringe. 

Seeking to clear out the commercial uncertainty, Celltrion filed a lawsuit requesting a 

judgment for declaring the absence of Roche’s entitlement based on the '826 patent for 

injunctions and damages award.

  SC-112-TaiwanAppeal-No.7 Civil Judgment (03/17/2026)1

The first-instance and appellate IPCC courts both sided with Celltrion. On the merits, the 

IPCC determined that while the patent was novel, the combination of several prior art 

references rendered the asserted claim 1 obvious and thus invalid. Because the grounds for 

revoking the ‘826 patent stand, the IPCC ruled that Celltrion faced no risk of patent 

infringement and possessed a valid legal interest to declaration of non-infringement. Roche 

appealed to the Supreme Court, arguing that Celltrion was seeking a declaration over a future 

legal relationship rather than a present one, which fails to constitute a cognizable legal 

interest. 

The Supreme Court turned its focus entirely to the procedural admissibility regarding the 

definition of legal interest for declaration protection. A declaratory action is only permissible 

if the plaintiff possesses an immediate legal interest to eliminate an existing uncertainty over a 

present relationship at law.  The Supreme Court stressed that unlike actions demanding future 

performance,  which are statutorily permitted under strict requirements, no such statutory 

exceptions are offered to declare future legal relationships. In view of the limited judicial 

resources, allowing parties to litigate hypothetical or future disputes over unestablished facts 

would impose an undue burden on courts and litigants alike.

 

In the present case, the Supreme Court noted that any modification to add an indication to an 

existing regulatory approval requires formal review and approval by the TFDA before the drug 

can be lawfully marketed or labeled with that indication. Since Celltrion had previously 

deleted the RA indication, it could not lawfully distribute Truxima for RA before TFDA’s 

reissuance of the approval. Manifestly, the IPCC failed to first determine the status and 

progress of the approval’s reissuance. If the regulatory approval had not yet been reissued, 

Celltrion's request was merely seeking to confirm a future, contingent legal relationship rather 

than an ongoing and active dispute, which would not present a valid legal interest. 

Consequently, the Supreme Court vacated the lower court's judgment and remanded the 

case to the IPCC for further factual review. 

The Supreme Court's judgement carries distinct strategic implications for both brand-name 

and generic drug companies. Brand-name companies are advised to carefully audit the 

generic competitor's regulatory status and find loopholes to defend prematurity of a 

declaration challenge. On the opposite, generic and biosimilar manufacturers must 

recognize that taking a non-infringement declaratory action requires precise regulatory 

timing. Simply receiving a warning letter from a patentee is not a guarantee to establish a 

legal interest if the label based on which an action was filed is not yet finalized. They must 

ensure that their TFDA application is approved and thereby demonstrating an imminent 

present risk to their commercial status that justifiably supports a judicial resolution.
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approval. Subsequently, learning that the European counterpart patent had been revoked, 
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injunctions and damages award.

Paragraph 1, Article 247(1) of the Code of Civil Procedure

Article 246 of the Code of Civil Procedure
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revoking the ‘826 patent stand, the IPCC ruled that Celltrion faced no risk of patent 
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and generic drug companies. Brand-name companies are advised to carefully audit the 

generic competitor's regulatory status and find loopholes to defend prematurity of a 

declaration challenge. On the opposite, generic and biosimilar manufacturers must 
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ensure that their TFDA application is approved and thereby demonstrating an imminent 

present risk to their commercial status that justifiably supports a judicial resolution.
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2025 Taiwan IP Filing Trends: Record Trademark 
Activity, Continued Patent Growth, and 

Enhanced Examination Efficiency 

The Taiwan Intellectual Property Office (TIPO) has released its 2025 patent and trademark 

statics, revealing a record-breaking trademark filings number and continued improvements in 

examination efficiency, despite a slight decline in overall patent applications. The report 

highlights evolving filing strategies among domestic and foreign applicants and provides 

valuable insight into Taiwan’s increasingly competitive IP landscape. 

In 2025, the TIPO received 71,965 patent applications, 

representing a 1% decrease from 2024. Among the three 

patent categories, invention patent applications increased 

by 1% to 51,230, whereas utility model applications 

declined by 4% to 14,000 and design patent applications 

fell by 8% to 6,735 (Figure 1). 

20252021 2022 2023 2024

Invention

Utility Model

Design

total .
.
..

Patent Applications:

Slight Decline Amid 
Continued Growth in 
Invention Patents 

Figure 1 Patent Applications Filed in Taiwan
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Despite the overall decrease in patent filings, the continued growth in invention patent 

applications suggests that applicants remain focused on securing protection for 

higher-value technological innovations. 

The first Office action pendency for patents is 8.0 months, shortened by 0.4 months 

than the previous year, suggesting more time for the applicant in commercial planning 

(Figure 2). 

20252021 2022 2023 2024

.
.

Figure 2 Average Examination Period for Invention Patent Applications

Average Time to FOA (Months)

Average Time to Final Disposition (Months)

Domestic applicants filed 19,511 invention 

patent applications in 2025, a marginal 

decrease of 0.4% compared with the previous 

yea r.  U t i l i t y  mode l  and  des i gn  pa ten t 

applications also declined by 6% and 4%, 

respectively (Figure 3). 

Patents by 
Domestic Applicants 
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A closer examination of applicant categories reveals notable differences in filing behavior. While 

invention patent applications by enterprises and research institutions declined by 1% and 2%, 

respectively, universities increased their invention patent filings by 8%. 

The universities were the only major applicant group to record growth in invention patent filings, 

highlighting their increasingly important role in Taiwan’s research and innovation ecosystem. 

For utility model and design patents, filings by both enterprises and academic/research 

institutions declined, indicating a more cautious approach toward these forms of protection. 

Annual Growth

Share

2024

2025

..

Figure 3 Domestic and Foreign Patent Applications

Foreign invention patent applications continued 

their upward trajectory, reaching 31,719 

applications in 2025, an increase of 2% from 

2024. Notably, foreign invention patent filings 

have grown continuously since 2021, 

underscoring sustained international confidence 

in Taiwan’s technology-driven market. 

Patents by 
International Applicants

Japan remained steadily the leading source of 

invention patent applications with 12,524 filings, 

followed by the United States (6,954), Mainland 

China (3,703), South Korea (3,346), and Germany 

(1,051) (Figure 4). 

Foreign Foreign Foreign Foreign
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Foreign invention patent applications continued 

their upward trajectory, reaching 31,719 

applications in 2025, an increase of 2% from 

2024. Notably, foreign invention patent filings 

have grown continuously since 2021, 

underscoring sustained international confidence 

in Taiwan’s technology-driven market. 

Japan remained steadily the leading source of 

invention patent applications with 12,524 filings, 

followed by the United States (6,954), Mainland 

China (3,703), South Korea (3,346), and Germany 

(1,051) (Figure 4). 

In contrast, foreign design patent applications declined by 12% to 3,543 filings. Japan 

remained the largest filer source with 852 applications, followed by the United States (621), 

Mainland China (605), Switzerland (456), and South Korea (169). 

Among the leading filing jurisdictions, Switzerland recorded a 23% increase in design patent 

applications, while Japan, the United States, Mainland China, and South Korea all 

experienced declines ranging from 3% to 20% (Figure 5). 

2024

2025

..

Japan
United States

China
South Korea

Germany

Figure 4 Top Five Origins for Invention Patent Applications in Taiwan in 2025
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2024

2025
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Japan
United States

China
South Korea

Germany

Figure 5 Top Five Origins for Design Patent Applications in Taiwan in 2025

Trademark filings reached a historic milestone in 

2025, with 97,411 applications filed, 

representing an 8% increase from the previous 

year and the highest annual total on record. 

Measured by classes, filings reached 124,242 

classes, reflecting a 10% year-over-year increase 

(Figure 6). 

Trademark Applications: 
Record High Filing Activity
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Application Growth Rate

Class Growth Rate

Number of Applications

Number of Classes

..

Figure 6 Trademark Applications and Number of Classes

Figure 7 Trademark Applications by Domestic and Foreign Applicants

The growth was driven primarily by domestic applicants, whose filings increased by 9% to a 

record 75,573 applications. Foreign applicants also expanded their activity, with filings 

increasing by 4% to 21,838 (Figure 7). 

Total Filings

Domestic Share

Foreign Share

Domestic Filings

Foreigner’s Filing

... 97,411
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The first Office action pendency for trademarks is 5.6 months, shortened by 0.5 months than 

the previous year, partially due to the benefits by introducing the AI search facility (Figure 8). 

20252021 2022 2023 2024

..
Figure 8 Average Examination Period for Trademark Applications

Average Time to Final Disposition (Months)

Average Time to FOA (Months)

Among foreign applicants, Mainland China, Japan, 

the United States, South Korea, and Hong Kong 

remained major sources of trademark applications. 

South Korea recorded the strongest growth among 

the leading jurisdictions, increasing by 25% 

compared with the previous year. The United States, 

Mainland China, and Japan also registered growth 

of 7%, 3%, and 1%, respectively, while Hong Kong 

declined by 13% (Figure 9). 

International Applicant’s 
Trademark Filing Trends 
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China
Japan

United States

South Korea
Hong Kong

Figure 9 Top Five Origins for Trademark Applications in Taiwan in 2025

Consistent with previous years, Class 35 

(Advertising, Business Management, and 

Retail/Wholesale Services) remained the most 

frequently designated class among domestic 

applicants, accounting for 14,913 applications. 

However, significant changes emerged in filing 

growth across categories. Among domestic 

applicants, Class 42 (Scientific and Technological 

Trademark 
Classification Trends

Services) recorded the highest growth rate at 31.6%, followed by Class 41 (Education and 

Entertainment) at 24.0% and Class 9 (Computers and Technology Products) at 17.6%, 

indicating increasing investment in innovation-driven and creative industries by Taiwanese 

businesses. 

For foreign applicants, Class 9 (Computers and Technology Products) remained the most 

popular category with 4,063 applications, echoing foreigner’s interest in Taiwan’s high-tech 

industry. Among the top ten classes, Class 28 (Toys and Games) recorded the strongest 

growth at 16.6%, while most other major classes also experienced moderate increases. 
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Retail/Wholesale Services) remained the most 

frequently designated class among domestic 

applicants, accounting for 14,913 applications. 

However, significant changes emerged in filing 

growth across categories. Among domestic 

applicants, Class 42 (Scientific and Technological 

Services) recorded the highest growth rate at 31.6%, followed by Class 41 (Education and 

Entertainment) at 24.0% and Class 9 (Computers and Technology Products) at 17.6%, 

indicating increasing investment in innovation-driven and creative industries by Taiwanese 

businesses. 

For foreign applicants, Class 9 (Computers and Technology Products) remained the most 

popular category with 4,063 applications, echoing foreigner’s interest in Taiwan’s high-tech 

industry. Among the top ten classes, Class 28 (Toys and Games) recorded the strongest 

growth at 16.6%, while most other major classes also experienced moderate increases. 

Overall, Taiwan’s 2025 intellectual property statistics reveal a dynamic and 

evolving market. While overall patent applications declined slightly, invention 

patent filings remained resilient, particularly among foreign applicants. 

Trademark filings reached unprecedented levels, driven by strong domestic 

demand and growing activity in technology, scientific services, and creative 

industries. 

The continued growth of foreign invention patent filings, record-breaking 

trademark activity, and improved examination efficiency reinforce Taiwan’s 

position as a trustworthy jurisdiction for IP protection. 

Conclusion
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Taiwan Trademark Fee Update: 
Additional Official Fees for 

Excess Services Items in Classes 35-45 

In June, the Taiwan Intellectual Property Office (TIPO) has announced amendments to the 

Trademark Fee Standards, introducing a revised calculation method for trademark applications 

covering service classes (Classes 35-45). To optimize cost efficiency, the amendment aims to 

better reflect examination costs and encourage applicants to designate only those services that 

are genuinely relevant to their business either presently or in the future.  

Key Amendments 
Currently, except for specific retail services in Class 35, there was no limit on the number of 

services that could be designated within Classes 35-45 without additional official fees. 

Under the Revised Framework 
Classes 36-45: Up to 20 services remain covered by the standard filing fee. From the 21st 

service onward, an additional TWD 200 official fee will apply per additional service. 

Class 35: The existing surcharge for specific retail services exceeding 5 items remains 

unchanged (TWD 500 per additional item). However, all other Class 35 services will now also 

be subjected to a surcharge of TWD 200 per additional service once the number of designated 

services exceeds 20. 

Official Fee Comparison 

ItemItem 

Classes 1-34: Goods 

Class 35: Specific retail services 

Class 35: Other services 

Classes 36-45: Services 

BeforeBefore  

TWD 200 per additional good 
over 20 

TWD 500 per additional specific 
retail service over 5 items 

No additional fee 

No additional fee 

AfterAfter 

No Change 

No Change 

TWD 200 per additional 
service over 20 services 

TWD 200 per additional 
service over 20 services 

For the ease of conversion, the currency exchange rate is USD:TWD=1:32.22, according to Bank of 
Taiwan’s selling spot rate on July 7, 2026.
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Conclusion 

According to recent statistics, more than 40% of the applications have designation of services 

in Classes 35-45. Furthermore, applications that designate over 20 services represent up to 

45% of all applications, the fees collected have not reasonably covered the examination costs. 

It is hoped that this amendment will help reallocate the public examination resources. 

Businesses planning to file trademark applications in Class 35-45 should review their service 

specifications carefully before filing. It is more recommended to select only those services in 

order to avoid unnecessary official fees while maintain appropriate trademark protection. 

Although applications covering more services will experience a greater increase in official 

fees owing to the amendment, filings for goods (Classes 1-34) are not affected, nor the existing 

surcharge applicable to specific retail services in Class 35 be changing. Reduction of TWD 

300 per class for electronic filings and the additional fee TWD 6,000 per class for accelerated 

examination remain as are. 

The effective date of the amendment remains uncertain. However, Tsai, Lee & Chen will 

closely monitor the development and provide timely updates. 

Examples

 

Case 1: Trademark in Class 35, designating 5 Specific 
Retail Services and 20 Other Services 

Case 2: Trademark in  Class 35, designating 7 Specific 
Retail Services and 25 Other Services 

Case 3: Trademark in Class 36 & 37, designating
20 Services and 25 Services, respectively

CalculationCalculation

TWD 3,000x1

TWD 3,000x1+
TWD 500x2+ 
TWD 200x5

TWD 3,000x2+
TWD 200x5

Official Fee TotalOfficial Fee Total

TWD 3,000

TWD 5,000

TWD 7,000
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Court Distinguishes Direct Substitution Concept in 
Fictitious Lack of Novelty and Inventive Step

Luo (“patentee”), the owner of Taiwanese patent M567542 (“’542 Patent”), titled 

"Cover of Mushroom Cultivation Bag," sued the Taiwan Intellectual Property Office (TIPO) after 

disagreeing with an invalidation decision for fictitious lack of novelty. At the Intellectual 

Property and Commercial Court (the "IPC Court"), based on a prior art reference that was filed 

first but published later, the court held that the technical novel features in claims 1 and 7 of 

the '542 Patent were obtained only from a direct substitution of common knowledge, and were 

therefore deemed to lack novelty. Luo appealed the IPC Court's decision to the Supreme 

Administrative Court, asserting the lower court’s error in determination of the law. 

In the appeal, the patentee raised two principal arguments. First, he challenged the IPC Court's 

conclusion regarding claim 1 of the '542 Patent, arguing that the IPC Court had misapplied the 

inventive step criterion to the determination of fictitious lack of novelty. Second, he argued 

that the IPC Court had failed to present any evidence supporting its judgment or interpretation 

of what constituted "common knowledge" in this case. 

Lack of novelty based on legal fiction is statutory bar under Article 23 of Taiwan's Patent Act. 

Where an invention claimed in a patent application for invention is identical to an invention 

or utility model disclosed in the description, claim(s) or drawing(s) of an earlier-filed patent 

application for invention or utility model which is laid open or published after the filing of the 

later-filed patent application, an invention patent shall not be granted. 

As for the meaning of "identical" in this context, according to the Patent Examination 

Guidelines, the definition of Novelty applies mutatis mutandis. These principles set out four 

criteria for determining "identical content": (1) totally identical; (2) the difference only lies in 

the literal descriptions or in the technical features which can be directly or unambiguously 

deduced; (3) the difference resides in the generic and specific concepts of the corresponding 

technical features; and (4) the difference lies only in the technical features which can be 

directly substituted based on common knowledge.

Patentee asserted that the lower court’s use of law was wrong. Criterion (4) means that a 

claimed invention differs from the prior art only in some technical features whereas a person 

ordinarily skilled in the art can directly switch said technical features with common 

knowledge. Yet, this wording might somewhat be similar to one of steps in the inventive step 

benchmark addressing the level of difficulty to accomplish the invention by a person 

ordinarily skilled in the art based on prior art. The patentee asserted the lower court being 

using the concept of inventive step to resolve an issue in the fictitious novelty loss. 

The Supreme Administrative Court addressed this question by first distinguishing the 

difference in fictitious lack of novelty and inventive step.

Criterion (4) for fictitious lack of novelty assesses only whether the substituted technical 

feature performs on its own the same function before and after the direct substitution. It does 

not require any assessment of whether the overall technical means yields as a whole the same 

function after substitution, as distinctively required in inventive step. In other words, there is 

no need to consider whether the overall technical means, before and after substitution, is 

similar or different for fictitious lack of novelty, but only whether the replaced technical 

feature possesses the same functionality originally.

Turning to the present case, the difference between the prior art reference and the disputed 

patent was only an engaging means of a breathable pad attached to the inside of a cover. Use 

of gluing to engage elements was a common knowledge in the field. Replacing the engaging 

means with a gluing means as disclosed in the disputed patent was merely a direct 

substitution that would have been readily made by a person having ordinary skill in the art. 

Moreover, it was not clear to identify if the use of gluing was to offer another technical 

solution. Hence, the use of gluing the in the present case was straightforward. 

For the reasons stated above, the lower court’s judgment dismissing the patentee’s claims was 

made in no errors in law. The judgement was so affirmed. 

In light of this judgment, when a claim's technical feature is challenged as merely a "direct 

substitution" in a dispute of lack of novelty based on legal fiction, patentees should carefully 

identify whether that feature's function has changed before and after substitution rather than 

producing different technical effect to the benefiting the invention as a whole. If the feature's 

function remains the same, it is advisable to revise the patent claim by adding further 

technical features to the claim to better distinguish it from the prior art.
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Administrative Court, asserting the lower court’s error in determination of the law. 

In the appeal, the patentee raised two principal arguments. First, he challenged the IPC Court's 

conclusion regarding claim 1 of the '542 Patent, arguing that the IPC Court had misapplied the 

inventive step criterion to the determination of fictitious lack of novelty. Second, he argued 

that the IPC Court had failed to present any evidence supporting its judgment or interpretation 

of what constituted "common knowledge" in this case. 

Lack of novelty based on legal fiction is statutory bar under Article 23 of Taiwan's Patent Act. 

Where an invention claimed in a patent application for invention is identical to an invention 

or utility model disclosed in the description, claim(s) or drawing(s) of an earlier-filed patent 

application for invention or utility model which is laid open or published after the filing of the 

later-filed patent application, an invention patent shall not be granted. 

As for the meaning of "identical" in this context, according to the Patent Examination 

Guidelines, the definition of Novelty applies mutatis mutandis. These principles set out four 

criteria for determining "identical content": (1) totally identical; (2) the difference only lies in 

the literal descriptions or in the technical features which can be directly or unambiguously 

deduced; (3) the difference resides in the generic and specific concepts of the corresponding 

technical features; and (4) the difference lies only in the technical features which can be 

directly substituted based on common knowledge.

Patentee asserted that the lower court’s use of law was wrong. Criterion (4) means that a 

claimed invention differs from the prior art only in some technical features whereas a person 

ordinarily skilled in the art can directly switch said technical features with common 

knowledge. Yet, this wording might somewhat be similar to one of steps in the inventive step 

benchmark addressing the level of difficulty to accomplish the invention by a person 

ordinarily skilled in the art based on prior art. The patentee asserted the lower court being 

using the concept of inventive step to resolve an issue in the fictitious novelty loss. 

The Supreme Administrative Court addressed this question by first distinguishing the 

difference in fictitious lack of novelty and inventive step.

Criterion (4) for fictitious lack of novelty assesses only whether the substituted technical 

feature performs on its own the same function before and after the direct substitution. It does 

not require any assessment of whether the overall technical means yields as a whole the same 

function after substitution, as distinctively required in inventive step. In other words, there is 

no need to consider whether the overall technical means, before and after substitution, is 

similar or different for fictitious lack of novelty, but only whether the replaced technical 

feature possesses the same functionality originally.

Turning to the present case, the difference between the prior art reference and the disputed 

patent was only an engaging means of a breathable pad attached to the inside of a cover. Use 

of gluing to engage elements was a common knowledge in the field. Replacing the engaging 

means with a gluing means as disclosed in the disputed patent was merely a direct 

substitution that would have been readily made by a person having ordinary skill in the art. 

Moreover, it was not clear to identify if the use of gluing was to offer another technical 

solution. Hence, the use of gluing the in the present case was straightforward. 

For the reasons stated above, the lower court’s judgment dismissing the patentee’s claims was 

made in no errors in law. The judgement was so affirmed. 

In light of this judgment, when a claim's technical feature is challenged as merely a "direct 

substitution" in a dispute of lack of novelty based on legal fiction, patentees should carefully 

identify whether that feature's function has changed before and after substitution rather than 

producing different technical effect to the benefiting the invention as a whole. If the feature's 

function remains the same, it is advisable to revise the patent claim by adding further 

technical features to the claim to better distinguish it from the prior art.
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Summary of 5th Revision of China’s Trademark Law

On June 26, 2026, the China National IP Administration (CNIPA) announced the 5th 

revision of Trademark Law, which will take effect as from January 1, 2027. The newly revised 

Trademark Law consists of 9 chapters and 87 articles. It standardizes trademark registration, 

optimizes procedures for granting and validating trademark rights, strengthens trademark 

management, and enhances the protection of exclusive trademark rights. Selected highlights 

are summarized below:

 Expanding the Use of a Trademark

Online use of trademark has been statutorily recognized. Trademark use also includes use 

through the Internet and other information networks, in addition to conventional use on 

tangible product, packages, etc.  

Clarified eligibility for trademark applicants

The revised Trademark Law explicitly includes “other foreign organizations” in addition to 

foreign natural persons and corporates eligible to file trademark applications .

Trademark Registration Requirements Redefined

The revised Trademark Law expands the categories of registrable signs to include motion 

marks . On the contrary, applicants should be aware that shapes, color combinations, sounds, 

and dynamic effects that arise from the nature of the products themselves, be necessary to 

achieve a technical result, or give substantial value to the products are not registrable .

In addition, the revised Trademark Law emphasized that a deceptive mark easily misleading 

the public of goods’ quality, manufacture process, materials, etc. as well as a mark against 

public order and morality shall not be registered or used as trademarks .

Apart from the amendment above, the revision further clarifies the standard for determining 

bad-faith filings. The revised Law consolidates the bad-faith filing rules into a framework, 

under which a trademark application will be refused where it is filed without a genuine 

intention to use and the volume is exceedingly incommensurate with the normal needs of 

production and business operations in a specific industry , as well as cases where the 

application is filed by means of fraud or any other improper means . 

Importantly, the revised Trademark Law broadens protection to well-known marks that have 

not been registered in China but have established a strong reputation among the relevant 

public in China . In more detail, the application for registration or the use of a well-known 

trademark on different or dissimilar goods and services is not allowed, regarding the 

well-known trademark has been registered in China or not.

Shortened Opposition Period

The time window for opposition has reduced by one month. Where trademark registration is 

approved after examination, the period for any third party’s opposition shortens from three 

months to two months .

Suspension of Cases

The revised Trademark Law adds new types of cases subject to suspension when a case’s 

decision relies on the decision of an earlier case. Alongside the reviews of disapproval 

reexamination and  invalidation, reviews of rejection reexamination and opposition are 

included as well .

1
2
3

  Article 2(3) of the revised Trademark Law
  Article 11(1) of the revised Trademark Law
  Article 14 of the revised Trademark Law
  Article 18 of the revised Trademark Law4

Limiting the one-year waiting period for new applications

The revised Trademark Law narrows the one-year waiting period for new applications on the 

same or similar goods to only voluntarily cancelled trademarks. Such waiting period will no 

longer be imposed on trademark registrations that have been cancelled involuntarily due to 

revocation, invalidation, or expiry without renewal .

Trademark Administration

The revised Law introduces administrative penalties for the non-standard use of registered 

trademarks such as a misleading use or a use by alteration. In addition to fines, failure to 

rectify the violation may result in cancellation of the registered trademark .

If a registered trademark becomes the generic name, or if it has not been used for three 

consecutive years without justification, in addition to any party being able to apply to the 

authority for cancellation, the cancellation proceeding could be initiated by the authority ex 

officio .

Regulations of cancellation

Under the new Law, applicants may withdraw both trademark registration applications and 

trademark reexamination requests ; 

As for the voluntary cancellation of a registered trademark or the designation of certain goods, 

the trademark authority shall make a public notice regarding such cancellation. The exclusive 

right to use the registered trademark, or the effect of such exclusive right with respect to those 

designated goods, shall terminate as of the date of the public notice .

Regulations relevant to Well-known trademark

Besides trademark registration examination and adjudication, investigation and handling of 

trademark violation, the revised Trademark Law extends well-known trademark recognition to 

the cases of unfair competition. Where a party lawfully asserts its rights in the investigation or 

adjudication of an unfair competition case, the relevant administrative authority or court may 

determine the well-known status of the trademark as necessary .

In determining whether a trademark is well-known, the following factors should be considered 

comprehensively :

1. The level of knowledge of the trademark among the relevant public;

2. The duration, manner, and geographic area of use of the trademark;

3. The duration, extent, and geographic area of any promotional activities 

             for the trademark;

4. Records of enforcement of the trademark, particularly its record of being

            protected as a well-known trademark; and

5. Other factors relevant to the determination of a well-known trademark.

Also, the revised Trademark Law introduces well-known trademark recognition for overseas 

proceedings. For the benefits of a relevant party, if it is necessary to establish that a trademark 

is well known among the relevant public in China, upon the request of a party, the trademark 

authority may produce an official decision recognizing the well-known status of a trademark 

in accordance with the factors above .

Restriction on Trademark Exclusive Right Modified

The scope of functional restriction has been enlarged . With respect to shapes, color 

combinations, sounds, and dynamic effects contained in registered trademarks, which arise 

from the nature of the goods themselves, being necessary to achieve a technical result, or 

giving substantial value to the products, the owner of the registered trademark has no right to 

prohibit others from making legitimate use of them.

Furthermore, the nominative fair use has been incorporated . Where a registered trademark is 

used solely to indicate the purpose, intended users, use scenarios, or other descriptive 

information of the designated goods, or to indicate the true source thereof, the trademark 

owner shall have no right to prohibit others from making legitimate use thereof, except where 

such use is likely to cause confusion.

Flexibility in Calculating Damages

The revised Law removes the strictly sequential approach to calculating damages for 

trademark infringement. The amount of damages for infringement may be determined 

according to the actual losses suffered by the right holder or the profits obtained by the 

infringer, depending on the choice of the plaintiff .

Regulations on trademark agencies and practitioners

Supervisory provisions on trademark agencies have been fortified. A trademark agency that 

solicits trademark business through fraud, deception, or defamation of other trademark 

agencies, or that accepts engagements from parties with a conflict of interest in the same 

trademark case will be fined. Generally, a fine of not less than CNY 10,000 and not more than 

CNY 100,000 shall be imposed on the agency; in serious cases, a fine of not less than CNY 

100,000 and not more than CNY 200,000 shall also be imposed . In addition to the penalty 

on the agency, the persons in charge could also be fined for a different range, subject to the 

severity of a case. 

With regard to the licensed trademark practitioners, the independent solicitation of business, 

the practice in multiple agencies, and other scenarios severally compromise the market order 

of trademark agency services are all subject to penalties .
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 Expanding the Use of a Trademark

Online use of trademark has been statutorily recognized. Trademark use also includes use 

through the Internet and other information networks, in addition to conventional use on 

tangible product, packages, etc.  

Clarified eligibility for trademark applicants

The revised Trademark Law explicitly includes “other foreign organizations” in addition to 

foreign natural persons and corporates eligible to file trademark applications .

Trademark Registration Requirements Redefined

The revised Trademark Law expands the categories of registrable signs to include motion 

marks . On the contrary, applicants should be aware that shapes, color combinations, sounds, 

and dynamic effects that arise from the nature of the products themselves, be necessary to 

achieve a technical result, or give substantial value to the products are not registrable .

In addition, the revised Trademark Law emphasized that a deceptive mark easily misleading 

the public of goods’ quality, manufacture process, materials, etc. as well as a mark against 

public order and morality shall not be registered or used as trademarks .

Apart from the amendment above, the revision further clarifies the standard for determining 

bad-faith filings. The revised Law consolidates the bad-faith filing rules into a framework, 

under which a trademark application will be refused where it is filed without a genuine 

intention to use and the volume is exceedingly incommensurate with the normal needs of 

production and business operations in a specific industry , as well as cases where the 

application is filed by means of fraud or any other improper means . 

Importantly, the revised Trademark Law broadens protection to well-known marks that have 

not been registered in China but have established a strong reputation among the relevant 

public in China . In more detail, the application for registration or the use of a well-known 

trademark on different or dissimilar goods and services is not allowed, regarding the 

well-known trademark has been registered in China or not.

Shortened Opposition Period

The time window for opposition has reduced by one month. Where trademark registration is 

approved after examination, the period for any third party’s opposition shortens from three 

months to two months .

Suspension of Cases

The revised Trademark Law adds new types of cases subject to suspension when a case’s 

decision relies on the decision of an earlier case. Alongside the reviews of disapproval 

reexamination and  invalidation, reviews of rejection reexamination and opposition are 

included as well .

Articles 15(1)(8) and 15(1)(9) of the revised Trademark Law
Article 19(1) of the revised Trademark Law
Article 19(2) of the revised Trademark Law
Article 21 of the revised Trademark Law
Article 39(2) of the revised Trademark Law
Article 41 of the revised Trademark Law

Limiting the one-year waiting period for new applications

The revised Trademark Law narrows the one-year waiting period for new applications on the 

same or similar goods to only voluntarily cancelled trademarks. Such waiting period will no 

longer be imposed on trademark registrations that have been cancelled involuntarily due to 

revocation, invalidation, or expiry without renewal .

Trademark Administration

The revised Law introduces administrative penalties for the non-standard use of registered 

trademarks such as a misleading use or a use by alteration. In addition to fines, failure to 

rectify the violation may result in cancellation of the registered trademark .

If a registered trademark becomes the generic name, or if it has not been used for three 

consecutive years without justification, in addition to any party being able to apply to the 

authority for cancellation, the cancellation proceeding could be initiated by the authority ex 

officio .

Regulations of cancellation

Under the new Law, applicants may withdraw both trademark registration applications and 

trademark reexamination requests ; 

As for the voluntary cancellation of a registered trademark or the designation of certain goods, 

the trademark authority shall make a public notice regarding such cancellation. The exclusive 

right to use the registered trademark, or the effect of such exclusive right with respect to those 

designated goods, shall terminate as of the date of the public notice .

Regulations relevant to Well-known trademark

Besides trademark registration examination and adjudication, investigation and handling of 

trademark violation, the revised Trademark Law extends well-known trademark recognition to 

the cases of unfair competition. Where a party lawfully asserts its rights in the investigation or 

adjudication of an unfair competition case, the relevant administrative authority or court may 

determine the well-known status of the trademark as necessary .

In determining whether a trademark is well-known, the following factors should be considered 

comprehensively :

1. The level of knowledge of the trademark among the relevant public;

2. The duration, manner, and geographic area of use of the trademark;

3. The duration, extent, and geographic area of any promotional activities 

             for the trademark;

4. Records of enforcement of the trademark, particularly its record of being

            protected as a well-known trademark; and

5. Other factors relevant to the determination of a well-known trademark.

Also, the revised Trademark Law introduces well-known trademark recognition for overseas 

proceedings. For the benefits of a relevant party, if it is necessary to establish that a trademark 

is well known among the relevant public in China, upon the request of a party, the trademark 

authority may produce an official decision recognizing the well-known status of a trademark 

in accordance with the factors above .

Restriction on Trademark Exclusive Right Modified

The scope of functional restriction has been enlarged . With respect to shapes, color 

combinations, sounds, and dynamic effects contained in registered trademarks, which arise 

from the nature of the goods themselves, being necessary to achieve a technical result, or 

giving substantial value to the products, the owner of the registered trademark has no right to 

prohibit others from making legitimate use of them.

Furthermore, the nominative fair use has been incorporated . Where a registered trademark is 

used solely to indicate the purpose, intended users, use scenarios, or other descriptive 

information of the designated goods, or to indicate the true source thereof, the trademark 

owner shall have no right to prohibit others from making legitimate use thereof, except where 

such use is likely to cause confusion.

Flexibility in Calculating Damages

The revised Law removes the strictly sequential approach to calculating damages for 

trademark infringement. The amount of damages for infringement may be determined 

according to the actual losses suffered by the right holder or the profits obtained by the 

infringer, depending on the choice of the plaintiff .

Regulations on trademark agencies and practitioners

Supervisory provisions on trademark agencies have been fortified. A trademark agency that 

solicits trademark business through fraud, deception, or defamation of other trademark 

agencies, or that accepts engagements from parties with a conflict of interest in the same 

trademark case will be fined. Generally, a fine of not less than CNY 10,000 and not more than 

CNY 100,000 shall be imposed on the agency; in serious cases, a fine of not less than CNY 

100,000 and not more than CNY 200,000 shall also be imposed . In addition to the penalty 

on the agency, the persons in charge could also be fined for a different range, subject to the 

severity of a case. 

With regard to the licensed trademark practitioners, the independent solicitation of business, 

the practice in multiple agencies, and other scenarios severally compromise the market order 

of trademark agency services are all subject to penalties .
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 Expanding the Use of a Trademark

Online use of trademark has been statutorily recognized. Trademark use also includes use 

through the Internet and other information networks, in addition to conventional use on 

tangible product, packages, etc.  

Clarified eligibility for trademark applicants

The revised Trademark Law explicitly includes “other foreign organizations” in addition to 

foreign natural persons and corporates eligible to file trademark applications .

Trademark Registration Requirements Redefined

The revised Trademark Law expands the categories of registrable signs to include motion 

marks . On the contrary, applicants should be aware that shapes, color combinations, sounds, 

and dynamic effects that arise from the nature of the products themselves, be necessary to 

achieve a technical result, or give substantial value to the products are not registrable .

In addition, the revised Trademark Law emphasized that a deceptive mark easily misleading 

the public of goods’ quality, manufacture process, materials, etc. as well as a mark against 

public order and morality shall not be registered or used as trademarks .

Apart from the amendment above, the revision further clarifies the standard for determining 

bad-faith filings. The revised Law consolidates the bad-faith filing rules into a framework, 

under which a trademark application will be refused where it is filed without a genuine 

intention to use and the volume is exceedingly incommensurate with the normal needs of 

production and business operations in a specific industry , as well as cases where the 

application is filed by means of fraud or any other improper means . 

Importantly, the revised Trademark Law broadens protection to well-known marks that have 

not been registered in China but have established a strong reputation among the relevant 

public in China . In more detail, the application for registration or the use of a well-known 

trademark on different or dissimilar goods and services is not allowed, regarding the 

well-known trademark has been registered in China or not.

Shortened Opposition Period

The time window for opposition has reduced by one month. Where trademark registration is 

approved after examination, the period for any third party’s opposition shortens from three 

months to two months .

Suspension of Cases

The revised Trademark Law adds new types of cases subject to suspension when a case’s 

decision relies on the decision of an earlier case. Alongside the reviews of disapproval 

reexamination and  invalidation, reviews of rejection reexamination and opposition are 

included as well .

Article 49 of the revised Trademark Law
Articles 56 and 57(1) of the revised Trademark Law
Article 57(3) of the revised Trademark Law
Article 40(2) of the revised Trademark Law
Article 48 of the revised Trademark Law

Limiting the one-year waiting period for new applications

The revised Trademark Law narrows the one-year waiting period for new applications on the 

same or similar goods to only voluntarily cancelled trademarks. Such waiting period will no 

longer be imposed on trademark registrations that have been cancelled involuntarily due to 

revocation, invalidation, or expiry without renewal .

Trademark Administration

The revised Law introduces administrative penalties for the non-standard use of registered 

trademarks such as a misleading use or a use by alteration. In addition to fines, failure to 

rectify the violation may result in cancellation of the registered trademark .

If a registered trademark becomes the generic name, or if it has not been used for three 

consecutive years without justification, in addition to any party being able to apply to the 

authority for cancellation, the cancellation proceeding could be initiated by the authority ex 

officio .

Regulations of cancellation

Under the new Law, applicants may withdraw both trademark registration applications and 

trademark reexamination requests ; 

As for the voluntary cancellation of a registered trademark or the designation of certain goods, 

the trademark authority shall make a public notice regarding such cancellation. The exclusive 

right to use the registered trademark, or the effect of such exclusive right with respect to those 

designated goods, shall terminate as of the date of the public notice .

Regulations relevant to Well-known trademark

Besides trademark registration examination and adjudication, investigation and handling of 

trademark violation, the revised Trademark Law extends well-known trademark recognition to 

the cases of unfair competition. Where a party lawfully asserts its rights in the investigation or 

adjudication of an unfair competition case, the relevant administrative authority or court may 

determine the well-known status of the trademark as necessary .

In determining whether a trademark is well-known, the following factors should be considered 

comprehensively :

1. The level of knowledge of the trademark among the relevant public;

2. The duration, manner, and geographic area of use of the trademark;

3. The duration, extent, and geographic area of any promotional activities 

             for the trademark;

4. Records of enforcement of the trademark, particularly its record of being

            protected as a well-known trademark; and

5. Other factors relevant to the determination of a well-known trademark.

Also, the revised Trademark Law introduces well-known trademark recognition for overseas 

proceedings. For the benefits of a relevant party, if it is necessary to establish that a trademark 

is well known among the relevant public in China, upon the request of a party, the trademark 

authority may produce an official decision recognizing the well-known status of a trademark 

in accordance with the factors above .

Restriction on Trademark Exclusive Right Modified

The scope of functional restriction has been enlarged . With respect to shapes, color 

combinations, sounds, and dynamic effects contained in registered trademarks, which arise 

from the nature of the goods themselves, being necessary to achieve a technical result, or 

giving substantial value to the products, the owner of the registered trademark has no right to 

prohibit others from making legitimate use of them.

Furthermore, the nominative fair use has been incorporated . Where a registered trademark is 

used solely to indicate the purpose, intended users, use scenarios, or other descriptive 

information of the designated goods, or to indicate the true source thereof, the trademark 

owner shall have no right to prohibit others from making legitimate use thereof, except where 

such use is likely to cause confusion.

Flexibility in Calculating Damages

The revised Law removes the strictly sequential approach to calculating damages for 

trademark infringement. The amount of damages for infringement may be determined 

according to the actual losses suffered by the right holder or the profits obtained by the 

infringer, depending on the choice of the plaintiff .

Regulations on trademark agencies and practitioners

Supervisory provisions on trademark agencies have been fortified. A trademark agency that 

solicits trademark business through fraud, deception, or defamation of other trademark 

agencies, or that accepts engagements from parties with a conflict of interest in the same 

trademark case will be fined. Generally, a fine of not less than CNY 10,000 and not more than 

CNY 100,000 shall be imposed on the agency; in serious cases, a fine of not less than CNY 

100,000 and not more than CNY 200,000 shall also be imposed . In addition to the penalty 

on the agency, the persons in charge could also be fined for a different range, subject to the 

severity of a case. 

With regard to the licensed trademark practitioners, the independent solicitation of business, 

the practice in multiple agencies, and other scenarios severally compromise the market order 

of trademark agency services are all subject to penalties .
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 Expanding the Use of a Trademark

Online use of trademark has been statutorily recognized. Trademark use also includes use 

through the Internet and other information networks, in addition to conventional use on 

tangible product, packages, etc.  

Clarified eligibility for trademark applicants

The revised Trademark Law explicitly includes “other foreign organizations” in addition to 

foreign natural persons and corporates eligible to file trademark applications .

Trademark Registration Requirements Redefined

The revised Trademark Law expands the categories of registrable signs to include motion 

marks . On the contrary, applicants should be aware that shapes, color combinations, sounds, 

and dynamic effects that arise from the nature of the products themselves, be necessary to 

achieve a technical result, or give substantial value to the products are not registrable .

In addition, the revised Trademark Law emphasized that a deceptive mark easily misleading 

the public of goods’ quality, manufacture process, materials, etc. as well as a mark against 

public order and morality shall not be registered or used as trademarks .

Apart from the amendment above, the revision further clarifies the standard for determining 

bad-faith filings. The revised Law consolidates the bad-faith filing rules into a framework, 

under which a trademark application will be refused where it is filed without a genuine 

intention to use and the volume is exceedingly incommensurate with the normal needs of 

production and business operations in a specific industry , as well as cases where the 

application is filed by means of fraud or any other improper means . 

Importantly, the revised Trademark Law broadens protection to well-known marks that have 

not been registered in China but have established a strong reputation among the relevant 

public in China . In more detail, the application for registration or the use of a well-known 

trademark on different or dissimilar goods and services is not allowed, regarding the 

well-known trademark has been registered in China or not.

Shortened Opposition Period

The time window for opposition has reduced by one month. Where trademark registration is 

approved after examination, the period for any third party’s opposition shortens from three 

months to two months .

Suspension of Cases

The revised Trademark Law adds new types of cases subject to suspension when a case’s 

decision relies on the decision of an earlier case. Alongside the reviews of disapproval 

reexamination and  invalidation, reviews of rejection reexamination and opposition are 

included as well .

Limiting the one-year waiting period for new applications

The revised Trademark Law narrows the one-year waiting period for new applications on the 

same or similar goods to only voluntarily cancelled trademarks. Such waiting period will no 

longer be imposed on trademark registrations that have been cancelled involuntarily due to 

revocation, invalidation, or expiry without renewal .

Trademark Administration

The revised Law introduces administrative penalties for the non-standard use of registered 

trademarks such as a misleading use or a use by alteration. In addition to fines, failure to 

rectify the violation may result in cancellation of the registered trademark .

If a registered trademark becomes the generic name, or if it has not been used for three 

consecutive years without justification, in addition to any party being able to apply to the 

authority for cancellation, the cancellation proceeding could be initiated by the authority ex 

officio .

Regulations of cancellation

Under the new Law, applicants may withdraw both trademark registration applications and 

trademark reexamination requests ; 

As for the voluntary cancellation of a registered trademark or the designation of certain goods, 

the trademark authority shall make a public notice regarding such cancellation. The exclusive 

right to use the registered trademark, or the effect of such exclusive right with respect to those 

designated goods, shall terminate as of the date of the public notice .

Regulations relevant to Well-known trademark

Besides trademark registration examination and adjudication, investigation and handling of 

trademark violation, the revised Trademark Law extends well-known trademark recognition to 

the cases of unfair competition. Where a party lawfully asserts its rights in the investigation or 

adjudication of an unfair competition case, the relevant administrative authority or court may 

determine the well-known status of the trademark as necessary .

In determining whether a trademark is well-known, the following factors should be considered 

comprehensively :

1. The level of knowledge of the trademark among the relevant public;

2. The duration, manner, and geographic area of use of the trademark;

3. The duration, extent, and geographic area of any promotional activities 

             for the trademark;

4. Records of enforcement of the trademark, particularly its record of being

            protected as a well-known trademark; and

5. Other factors relevant to the determination of a well-known trademark.

Also, the revised Trademark Law introduces well-known trademark recognition for overseas 

proceedings. For the benefits of a relevant party, if it is necessary to establish that a trademark 

is well known among the relevant public in China, upon the request of a party, the trademark 

authority may produce an official decision recognizing the well-known status of a trademark 

in accordance with the factors above .

Restriction on Trademark Exclusive Right Modified

The scope of functional restriction has been enlarged . With respect to shapes, color 

combinations, sounds, and dynamic effects contained in registered trademarks, which arise 

from the nature of the goods themselves, being necessary to achieve a technical result, or 

giving substantial value to the products, the owner of the registered trademark has no right to 

prohibit others from making legitimate use of them.

Furthermore, the nominative fair use has been incorporated . Where a registered trademark is 

used solely to indicate the purpose, intended users, use scenarios, or other descriptive 

information of the designated goods, or to indicate the true source thereof, the trademark 

owner shall have no right to prohibit others from making legitimate use thereof, except where 

such use is likely to cause confusion.

Flexibility in Calculating Damages

The revised Law removes the strictly sequential approach to calculating damages for 

trademark infringement. The amount of damages for infringement may be determined 

according to the actual losses suffered by the right holder or the profits obtained by the 

infringer, depending on the choice of the plaintiff .

Regulations on trademark agencies and practitioners

Supervisory provisions on trademark agencies have been fortified. A trademark agency that 

solicits trademark business through fraud, deception, or defamation of other trademark 

agencies, or that accepts engagements from parties with a conflict of interest in the same 

trademark case will be fined. Generally, a fine of not less than CNY 10,000 and not more than 

CNY 100,000 shall be imposed on the agency; in serious cases, a fine of not less than CNY 

100,000 and not more than CNY 200,000 shall also be imposed . In addition to the penalty 

on the agency, the persons in charge could also be fined for a different range, subject to the 

severity of a case. 

With regard to the licensed trademark practitioners, the independent solicitation of business, 

the practice in multiple agencies, and other scenarios severally compromise the market order 

of trademark agency services are all subject to penalties .

Article 63(2) and 63(3) of the revised Trademark Law
Article 63(4) of the revised Trademark Law
Article 69 of the revised Trademark Law
Article 73(2) of the revised Trademark Law
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 Expanding the Use of a Trademark

Online use of trademark has been statutorily recognized. Trademark use also includes use 

through the Internet and other information networks, in addition to conventional use on 

tangible product, packages, etc.  

Clarified eligibility for trademark applicants

The revised Trademark Law explicitly includes “other foreign organizations” in addition to 

foreign natural persons and corporates eligible to file trademark applications .

Trademark Registration Requirements Redefined

The revised Trademark Law expands the categories of registrable signs to include motion 

marks . On the contrary, applicants should be aware that shapes, color combinations, sounds, 

and dynamic effects that arise from the nature of the products themselves, be necessary to 

achieve a technical result, or give substantial value to the products are not registrable .

In addition, the revised Trademark Law emphasized that a deceptive mark easily misleading 

the public of goods’ quality, manufacture process, materials, etc. as well as a mark against 

public order and morality shall not be registered or used as trademarks .

Apart from the amendment above, the revision further clarifies the standard for determining 

bad-faith filings. The revised Law consolidates the bad-faith filing rules into a framework, 

under which a trademark application will be refused where it is filed without a genuine 

intention to use and the volume is exceedingly incommensurate with the normal needs of 

production and business operations in a specific industry , as well as cases where the 

application is filed by means of fraud or any other improper means . 

Importantly, the revised Trademark Law broadens protection to well-known marks that have 

not been registered in China but have established a strong reputation among the relevant 

public in China . In more detail, the application for registration or the use of a well-known 

trademark on different or dissimilar goods and services is not allowed, regarding the 

well-known trademark has been registered in China or not.

Shortened Opposition Period

The time window for opposition has reduced by one month. Where trademark registration is 

approved after examination, the period for any third party’s opposition shortens from three 

months to two months .

Suspension of Cases

The revised Trademark Law adds new types of cases subject to suspension when a case’s 

decision relies on the decision of an earlier case. Alongside the reviews of disapproval 

reexamination and  invalidation, reviews of rejection reexamination and opposition are 

included as well .

Limiting the one-year waiting period for new applications

The revised Trademark Law narrows the one-year waiting period for new applications on the 

same or similar goods to only voluntarily cancelled trademarks. Such waiting period will no 

longer be imposed on trademark registrations that have been cancelled involuntarily due to 

revocation, invalidation, or expiry without renewal .

Trademark Administration

The revised Law introduces administrative penalties for the non-standard use of registered 

trademarks such as a misleading use or a use by alteration. In addition to fines, failure to 

rectify the violation may result in cancellation of the registered trademark .

If a registered trademark becomes the generic name, or if it has not been used for three 

consecutive years without justification, in addition to any party being able to apply to the 

authority for cancellation, the cancellation proceeding could be initiated by the authority ex 

officio .

Regulations of cancellation

Under the new Law, applicants may withdraw both trademark registration applications and 

trademark reexamination requests ; 

As for the voluntary cancellation of a registered trademark or the designation of certain goods, 

the trademark authority shall make a public notice regarding such cancellation. The exclusive 

right to use the registered trademark, or the effect of such exclusive right with respect to those 

designated goods, shall terminate as of the date of the public notice .

Regulations relevant to Well-known trademark

Besides trademark registration examination and adjudication, investigation and handling of 

trademark violation, the revised Trademark Law extends well-known trademark recognition to 

the cases of unfair competition. Where a party lawfully asserts its rights in the investigation or 

adjudication of an unfair competition case, the relevant administrative authority or court may 

determine the well-known status of the trademark as necessary .

In determining whether a trademark is well-known, the following factors should be considered 

comprehensively :

1. The level of knowledge of the trademark among the relevant public;

2. The duration, manner, and geographic area of use of the trademark;

3. The duration, extent, and geographic area of any promotional activities 

             for the trademark;

4. Records of enforcement of the trademark, particularly its record of being

            protected as a well-known trademark; and

5. Other factors relevant to the determination of a well-known trademark.

Also, the revised Trademark Law introduces well-known trademark recognition for overseas 

proceedings. For the benefits of a relevant party, if it is necessary to establish that a trademark 

is well known among the relevant public in China, upon the request of a party, the trademark 

authority may produce an official decision recognizing the well-known status of a trademark 

in accordance with the factors above .

Restriction on Trademark Exclusive Right Modified

The scope of functional restriction has been enlarged . With respect to shapes, color 

combinations, sounds, and dynamic effects contained in registered trademarks, which arise 

from the nature of the goods themselves, being necessary to achieve a technical result, or 

giving substantial value to the products, the owner of the registered trademark has no right to 

prohibit others from making legitimate use of them.

Furthermore, the nominative fair use has been incorporated . Where a registered trademark is 

used solely to indicate the purpose, intended users, use scenarios, or other descriptive 

information of the designated goods, or to indicate the true source thereof, the trademark 

owner shall have no right to prohibit others from making legitimate use thereof, except where 

such use is likely to cause confusion.

Flexibility in Calculating Damages

The revised Law removes the strictly sequential approach to calculating damages for 

trademark infringement. The amount of damages for infringement may be determined 

according to the actual losses suffered by the right holder or the profits obtained by the 

infringer, depending on the choice of the plaintiff .

Regulations on trademark agencies and practitioners

Supervisory provisions on trademark agencies have been fortified. A trademark agency that 

solicits trademark business through fraud, deception, or defamation of other trademark 

agencies, or that accepts engagements from parties with a conflict of interest in the same 

trademark case will be fined. Generally, a fine of not less than CNY 10,000 and not more than 

CNY 100,000 shall be imposed on the agency; in serious cases, a fine of not less than CNY 

100,000 and not more than CNY 200,000 shall also be imposed . In addition to the penalty 

on the agency, the persons in charge could also be fined for a different range, subject to the 

severity of a case. 

With regard to the licensed trademark practitioners, the independent solicitation of business, 

the practice in multiple agencies, and other scenarios severally compromise the market order 

of trademark agency services are all subject to penalties .

  Article 73(3) of the revised Trademark Law
  Article 77(1) of the revised Trademark Law
  Article 67 of the revised Trademark Law
  Article 68 of the revised Trademark Law
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